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As noted recently (see story), Louis Vuitton Malletier has failed to prevail in its seven-year battle to maintain
trademark rights to its Damier Azur checkerboard trademark.

While its iconic brown Damier pattern is surely recognizable throughout the world, Louis Vuitton's more recent
cream-and-blue Azur design for use on leather goods, for which it obtained a registration with the International
Bureau of the World Intellectual Property Organization (WIPO) back in 2008 has been under attack continuously in
European Union courts for lacking the qualities required to achieve protection.

Louis  Vuitton's  white-and-blue Damier Azur pattern. Image credit: Louis  Vuitton

Successful designs can be invaluable to a brand, and fashion and luxury goods companies look to intellectual
property law to protect their designs. Among the available legal protections is trade dress where the design itself
functions as a trademark, distinguishing the product as emanating from one designer or fashion/luxury goods
house.
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Trade dress can be a very powerful form of protection, but only if a company understands how to gain and maintain
it.

In Louis Vuitton Malletier v. European Union Intellectual Property Office (Oct. 19, 2022), this most recent decision
from the General Court of the European Union, the court found that Louis Vuitton failed to proffer sufficient
evidence to prevent its registration from becoming invalid.

We use the issuance of this decision as an opportunity to illustrate how a brand can obtain trademark protection for
its designs, and attempt to avoid the issue that Louis Vuitton faced to ensure a design is protected, essentially in
perpetuity.
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Trade dress basics
Trademark rights are obtained not through creation or invention, but rather through use of the trademark in
connection with the product.

As a form of trademark, trade dress can extend to designs of packaging, portions of products and even entire
products.

Once a design is found to be entitled to trade dress protection, the brand can benefit from that protection forever, or
to be a little more precise, as long as the trademark owner keeps on using the design in connection with its products.

To be valid, every trademark must be "distinctive," which means that it must be able to distinguish the goods as those
of one particular company or manufacturer.

Product designs that are "generic" are not protectable. In the context of product design, generic means that a design
is so common that it cannot be said to identify a particular source, i.e., it fails to function as a trademark, and
therefore it is  not capable of being registered.

Some forms of trademark, such as an arbitrary word mark, are protected immediately upon first use in commerce.
Such a trademark will be protected once a company commences use of it to identify products. This is not the case
with product designs.

Product design trademarks only become distinctive by building up commercial recognition, termed "acquired
distinctiveness" (oftentimes also called "secondary meaning"). So initially, such a trademark would not be subject
to protection under trademark law.

In 2000, the Supreme Court held that to claim trade dress rights, one must show that the consuming public has come
to recognize the design as uniquely associated with one company that the "primary significance" of the design is to
identify the product as that of the source company.

So, for trade dress, the key question is does the consuming public view the design and associate it with only one
source?

That level of recognition usually requires the investment of a significant level of promotion and sales by the
company and, in a legal case, a strong showing, including through potentially survey evidence, that the consuming
public associates the design with a single source.

Generally, it takes considerable time to attain secondary meaning, so it is  crucial that the brand maintain good
records of its  sales of the product, the appearance of all design variations (e.g., catalogs), and all advertising and
promotional efforts, including any notable attention via social media.



EUIPO v. Louis Vuitton
Louis Vuitton sought to prove that the public in the European Union recognizes its Damier Azur design as uniquely
being associated with Louis Vuitton.

In a prior decision, in June 2020, the General Court determined that the European Union Intellectual Property Office
(EUIPO) Second Board of Appeal correctly ruled that the checkboard pattern was not inherently distinctive. Louis
Vuitton appealed the matter in an attempt to prove that the mark had instead acquired distinctiveness, therefore
defeating a claim that the registration of the mark was invalid.

In response, the Fifth Board of Appeal held that Louis Vuitton had not demonstrated distinctiveness and dismissed
the action. Now, Louis Vuitton appeals yet again. Thus, the only question to be decided in this latest decision was
whether the Fifth Board of Appeal was correct in determining that the pattern had not acquired distinctiveness
through use in the E.U.

Although E.U. law differs from United States law, there is significant overlap in the trade dress analysis, and in its
decision, the court laid out each of the factors that it considered when examining the evidence presented by Louis
Vuitton.

In turn, the court assessed: the value and market share of the Louis Vuitton brand, the information concerning the
history of the Damier Azur mark, sales invoices, excerpts from catalogs, advertising campaigns, media coverage of
the mark, evidence of the use of the mark on the Internet, expert's statements, opinion polls, and evidence
concerning infringement proceedings.

Examining the factors, one by one, the court concluded that the evidence Louis Vuitton submitted was insufficient.
The overarching issue for Louis Vuitton that severely affected the strength of its  argument, and a major catalyst
leading to this appeal, was how the court determined which evidence was relevant.

Although the court made a point to say that it would be unreasonable to require proof that a mark had acquired
distinctiveness in each individual member state within the E.U., it nonetheless concluded that the Board of Appeal
did not get it wrong that it could "examine first whether the contested mark had acquired distinctive character
through the use that had been made of it in Bulgaria, Estonia, Latvia, Lithuania, Slovakia, and Slovenia (together, the
member states concerned')," before proceeding to examine the question in any other E.U. member state.

Notably, these countries, along with Malta, are the only member states that do not have a Louis Vuitton store.
Consequently, each piece of evidence Louis Vuitton presented concerning the sales or promotional efforts made in
any other country to show that the checkerboard mark acquired distinctiveness in the member states concerned was
of little assistance.

The court stated that while Louis Vuitton may be one of the most significant players in the leather goods industry in
the E.U., this alone does not provide direct and specific information regarding the contested mark.

Louis Vuitton presented sales invoices showing around 200 sales for Slovakia, 30 for Bulgaria and 20 for each of
Estonia, Latvia, Lithuania and Slovenia.

The Board of Appeal found that this was only a "very small" number for the specified countries. In the present case,
Louis Vuitton stated that this evidence is only a "selection" of invoices, and that the actual volume of sales to
persons residing in the member states concerned is, in fact, higher. The General Court was not persuaded,
reiterating that the burden to present evidence was on Louis Vuitton, and the invoices presented were not themselves
sufficient to demonstrate distinctive character acquired through use of the contested mark in the member states
concerned.

Additionally, with the exception of Estonia, Louis Vuitton presented little evidence that magazine and advertising
materials, both physical and online, reached the consumers in the specified countries.

Louis Vuitton argued that in the EU, consumers "engage in homogenous behavior . . . particularly because they travel
and use the internet regularly," and that the court should put more weight on evidence that the mark had acquired
distinctiveness with consumers in the nearby countries of Poland, Sweden and Romania. But the court rejected
Louis Vuitton's position as being too general in nature, and that Louis Vuitton failed to meet its burden of presenting
sufficient evidence to show that, due to geographical and cultural proximity, consumers in the relevant specified
countries had knowledge of the Polish, Swedish, or Romanian markets, or that these areas constituted one and the
same market.



 

Notwithstanding the court's determination that the volume of evidence that Louis Vuitton presented for the member
states concerned was lacking, the court stated that the evidence equally failed to provide sufficient information as to
the intensity of the exposure of the relevant public to the mark.

Louis Vuitton did not submit information capable of demonstrating that a significant proportion of the relevant
public in those member states was exposed to those advertising campaigns, concerning, i.e., the number of
magazines distributed in those member states, the frequency and the times at which advertisements were broadcast
on television or radio channels and statistics on the audience figures achieved. The mere existence, for example, of
a website or advertisement, according to the court, was not capable of establishing the intensity of use of a
trademark. Sufficient evidence would need to show more, such as the number of visits or interactions with the
website or advertisement during a certain period of time.

With such a high evidentiary bar to clear for showing the mark acquired distinctiveness in the eyes of the public to
obtain trade dress protection, Louis Vuitton's lack of evidence proved fatal to its case.

This high evidentiary bar is not by happenstance. Wary that trade dress rights could be abused to monopolize
designs without patent or copyright protection, the Supreme Court and Congress have imposed strict limitations on
the availability to obtain such rights. The law in the European Union is not to the contrary.

Ultimately, because Louis Vuitton could not present sufficient, relevant records of its  sales, advertising and
promotional efforts, or Internet and social media activity in the specified countries, the court concluded that Louis
Vuitton had not demonstrated that the contested mark had acquired distinctiveness through its use in all the member
states of the European Union as required by law, and the action was dismissed.

TRADE DRESS CAN be a powerful right. Many luxury goods companies, including Cartier, Montblanc and Audemars
Piguet have used such rights to great effect.

It is  necessary, however, to invest early in an effort to lay the foundation for securing those rights to ensure success
in the future. That is especially the case for trade dress rights, which depend heavily on public recognition and
association of the design with the designer or fashion company.

Understanding the legal requirements for gaining these rights is the first step for brands protecting their designs
through this body of law, while engaging in sufficient use and documenting the same is paramount going forward.
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